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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
THE GOLD CORPORATION, )
)
Opposer, )

) Opposition No.: 91168038

V. )  Serial No.: 78/429184

)
HAWAII KINE INC., )
)
Applicant. )
)

APPLICANT’S MOTION AND MEMORANDUM OF LAW FOR SANCTIONS

Applicant, Hawaii Kine Inc., by and through its attorneys, moves pursuant to 37 C.F.R.
§2.120(g)(1) for sanctions against Opposer, The Gold Corporation, and more particularly for an

order dismissing the Notice of Opposition with prejudice.

I INTRODUCTION

On January 28, 2009, the Board issued an order requiring both Applicant and Opposer by
March 12, 2009:

to supplement their responses to any outstanding discovery requests. In particular,
the parties will exchange responsive documents and information that previously had
been withheld on the basis of confidentiality.
The order also stated:
Opposer [by March 12, 2009] is further required to update its answers to applicant’s
first set of interrogatories and requests for production of documents to include
information from 2007 and 2008 and to produce unredacted copies of sales invoices
produced as Documents GO0001 through G00022.
With respect to the service of confidential documents, the order further stated:

The Board’s standard protective order is presently applicable to this

proceeding and its terms govern the disclosure of confidential information. The
parties are free to hereinafter modify or amend the terms of the order, by mutual
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agreement, subject to Board approval. The parties are further encouraged to sign the

agreement themselves so that it is clear that they are themselves bound thereby; that

they have created a contract which will survive the proceeding; and that there may be

aremedy at court for any breach of that contract which occurs after the conclusion of

the Board proceeding.

Applicant requests sanctions because Opposer has failed to respond to, let alone comply with,
any aspect of the Board’s order. To make matters worse, Opposer has ignored every attempt
Applicant has made to communicate with Opposer to inquire into its intentions here.

II. FACTS

As set forth in the Declaration of Stephen J. Quigley, attached as Exhibit A to this Motion
[Quigley Declaration] the facts are:

1) Asrequested by the Board, Applicant sent a letter to Opposer enclosing a signed standard
protective order on February 18, 2009. Opposer ignored Applicant’s letter, and Applicant has not
received the fully executed protective order from Opposer, nor has there been any communication of
any nature from Opposer concerning the protective order. [Quigley Declaration, § 1]

2) In advance of the March 12, 2009 deadline, on February 18, 2009, Applicant sent a letter
to Opposer specifying each of the interrogatories and document requests for which Opposer’s
responses were required. Opposer ignored that letter. [Quigley Declaration, § 2]

3) On March 12,2009, Applicant complied with the Board’s order and served Applicant’s
Supplemental Responses to Opposer’s First Request for Answers to Interrogatories and Applicant’s
Supplemental Responses to Opposer’s First Request for Production of Documents on Opposer.
[Quigley Declaration, § 3]

4) On March 12, 2009, Applicant sent a letter by facsimile and mail to Opposer asking

Opposer to execute the protective order. Opposer ignored that letter. [Quigley Declaration, {4, 5]
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5) As of the present date, Opposer has not provided any of the required information or
documents ordered to be produced by the Board, nor has there been any communication of any
nature from Opposer concerning these responses. Thus, Opposer has ignored the Board’s order.
[Quigley Declaration, Y 2]

6) On March 20, 2009, Applicant’s attorney placed a telephone call to Opposer’s attorney
Colin Miwa, Esq. Mr. Miwa was not available and a voice mail message was left requesting
confirmation that Opposer had received Applicant’s supplemental discovery production and also
inquiring as to the status of both the protective order and Opposer’s supplementgl discovery
production. Mr. Miwa ignored Applicant and did not return that telephone message. [Quigley
Declaration, § 6]

7) Applicant’s attorney also called Opposer’s attorney Martin Hsia, Esq. on March 20, 2009
and was advised by Mr. Hsia that Mr. Miwa would be out of the office until March 30, 2009 and that
he (Mr. Hsia) could not discuss Applicant’s inquiries concerning discovery. Mr. Miwa again ignored
Applicant and did not return that telephone message. [Quigley Declaration, 9 7]

8) On March 24, 2009, Applicant’s attorney left another voice mail message for Mr. Miwa
requesting confirmation that Opposer had received Applicant’s supplemental discovery production
and inquiring as to the status of the protective order as well as Opposer’s supplemental discovery
production. Mr. Miwa yet again ignored Applicant and did not return that telephone message.

[Quigley Declaration, § 8]
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III. ARGUMENT

A. The Board Should Dismiss the Opposition Because
Opposer Deliberately Disregarded the Board’s Order

Trademark Rule 2.120(g) (1) states:

If a party fails to comply with an order of the Trademark Trial and Appeal

Board relating to discovery, including a protective order, the Board may make any

appropriate order, including any of the orders provided in Rule 37(b)(2) of the

Federal Rules of Civil Procedure.

Included among the orders authorized under Rule 37(b)(2) is “(v) dismissing the action or
proceeding in whole or in part....”

Applicant submits that in light of the circumstances described above, dismissal of the present
opposition is the only appropriate sanction. Opposer was fully aware of the Board’s order and what
it was supposed to do in response thereto. Yet Opposer, whose attorney had participated in a lengthy
telephone conference with Applicant and the Board’s interlocutory attorney on January 26, 2009
concerning all of the discovery matters that were addressed in the Board’s January 28 order, has
deliberately 1) failed to execute a protective order; 2) failed to provide supplemental and updated
discovery responses; and 3) ignored Applicant’s inquiries concerning discovery and Opposer’s
noncompliance with the Board’s order.

These actions “demonstrate [Opposer’s] intent to continue to delay this proceeding by setting
up obstacles to [Applicant’s] receipt of clearly relevant information.” MHW Lid. v. Simex,
Aussenhandelsgesellschaft Savelsberg KG, 59 USPQ2d 1477, 1478 - 79 (TTAB 2000) (dismissing

the opposition). While an order dismissing the opposition is a “harsh remedy”, it “is justified where

no less drastic remedy would be effective, and there is a strong showing of willful evasion.” Baron
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Philippe de Rothschild S.A. v. Styl-Rite Optical Rite Optical Mfg. Co., 55 USPQ2d 1848, 1354
(TTAB 2000); Trademark Board Manual of Procedure §527.01(a). Also see Caterpillar Tractor
Co. v. Catfish Anglers Together, Inc., 194 USPQ 99 (TTAB 1976): judgment entered where
applicant provided no reason for not complying with the Board’s order compelling discovery.

In light of Opposer’s deliberate refusal to comply with the Board’s discovery order, and its
failure to respond to any of Applicant’s subsequent communications, it is clear that issuance of a
separate order compelling discovery will, in all likelihood, be futile and prove to be an unnecessary
and wasteful burden on the Board and Applicant alike. Moreover, Opposer should not be rewarded
for deliberately ignoring the Board’s order which prejudices Applicant by further delaying this
proceeding and causing it to incur unnecessary expense in having to make this motion.

IV. CONCLUSION

Therefore, good cause having been shown, Applicant moves for an order dismissing Notice
of Opposition No. 91168038 with prejudice. Applicant also requests that this proceeding, including

all discovery dates, be suspended pending the disposition of this motion.

Dated: April 1, 2009 Respectfully submitte
New York, New York 4 MQ

Douglas A. ¥iro
Stephen J. Quigley

OSTROLENK, FABER, GERB & SOFFEN, LLP
1180 Avenue of the Americas

New York, New York 10036-8403

Telephone: (212) 382-0700

E-Mail: squigley@ostrolenk.com

Attorneys for Applicant
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
THE GOLD CORPORATION, )
)
Applicant, )

) Opposition No.: 91168038

V. ) Serial No.: 78/429184

)
HAWAII KINE INC., )
)
Applicant. )
)

DECLARATION OF STEPHEN J. QUIGLEY

Stephen J. Quigley declares that I am an attorney in the firm Ostrolenk, Faber, Gerb &
Soffen, LLP, attorneys for Applicant in this proceeding, and make this Declaration in support of
Applicant’s Motion for Sanctions.

1) On February 18, 2009, I signed and forwarded the Board’s standard protective order to
Opposer’s attorney Colin Miwa, Esq. A copy of the signed protective order is attached as Exhibit 1
to this Declaration. Applicant has not received the fully executed protective order from Opposer, nor
has there been any communication of any nature from Opposer concerning the protective order.

2) On February 18, 2009, Applicant’s attorney Douglas A. Miro, Esq. sent a letter to Mr.
Miwa by facsimile specifying each of the interrogatories and document requests for which Opposer’s
responses were required. A copy of this letter is attached as Exhibit 2 to this Declaration. Opposer
has not provided any of the required information or documents nor has there been any
communication of any nature from Opposer concerning these responses.

3) On March 12, 2009, Applicant’s Supplemental Responses to Opposer’s First Request for
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Answers to Interrogatories and Applicant’s Supplemental Responses to Opposer’s First Request for
Production of Documents were served to Opposer. Copies of the Responses are attached as Exhibit 3
to this Declaration.

4) On March 12, 2009, I sent a letter by facsimile and mail to Mr. Miwa requesting
Opposer’s execution of the protective order. A copy of this letter is attached as Exhibit 4 to this
Declaration. Mr. Miwa did not respond to this letter.

5) As of'the present date, Opposer has failed to comply with any aspect of the Board’s order.

6) On March 20, 2009, I placed a telephone call to Mr. Miwa. Mr. Miwa was not available
and I left a voice mail message requesting confirmation that Opposer had received Applicant’s
supplemental discovery production and also inquiring as to the status of both the protective order and
Opposer’s supplemental discovery production. Mr. Miwa did not return the telephone message.

7) Talso called Opposer’s attorney Martin Hsia on March 20, 2009 and was advised by Mr.
Hsia that Mr. Miwa would be out of the office until March 30, 2009 and that he (Mr. Hsia) could not
discuss my inquiries concerning discovery. Mr. Miwa did not return the telephone message.

8) On March 24, 2009, I left another voice mail message for Mr. Miwa requesting
confirmation that Opposer had received Applicant’s supplemental discovery production and
inquiring as to the status of the protective order as well as Opposer’s supplemental discovery
production. Mr. Miwa did not return the telephone message.

All statements made of my own knowledge are true and all statements made on information
and belief are believed to be true; further these statements were made with the knowledge that willful
false statements and the like so made are punishable by fine or imprisonment, or both, under 18

U.S.C. 1001, and that such willful false statements may jeopardize Applicant’s rights and interest in
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the captioned proceeding.

S . .
Dated: April 1, 2009 :f:ij V& W

Step'hgn J. Quigley
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CERTIFICATE OF SERVICE

I certify that a true copy of the foregoing APPLICANT’S MOTION AND MEMORANDUM
OF LAW FOR SANCTIONS, Declaration of Stephen J. Quigley and Supporting Exhibits were
served on Opposer by first class mail, postage prepaid, this 1st day of April, 2009 to Opposer’s

attorney:

Colin Miwa, Esq.

CADES SCHUTTE LLP

1000 Bishop Street, Suite 1200
Honolulu, Hawaii 96813

=y,

Stephen 1. Quigley
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THE GOLD CORPORATION,

Opposer,
v. Opposition No. 91168038
HAWAI! KINE INC.,
Applicant.
PROVISIONS FOR PROTECTING

CONFIDENTIALITY OF INFORMATION
REVEALED DURING BOARD PROCEEDING

Information disclosed by any party or non-party witness during this proceeding may be considered confidential,
a trade secret, or commercially sensitive by a party or witness. To preserve the confidentiality of the information
so disclosed, either the parties have agreed to be bound by the terms of this order, in its standard form or as
modified by agreement, and by any additional provisions to which they may have agreed and attached to this
order, or the Board has ordered that the parties be bound by the provisions within. As used in this order, the
term “information" covers both oral testimony and documentary material.

Parties may use this standard form order as the entirety of their agreement or may use itas a template from
which they may fashion a modified agreement. If the Board orders that the parties abide by the terms of this
order, they may subsequently agree to modifications or additions, subject to Board approval.

Agreement of the parties is indicated by the signatures of the parties’ attorneys and/or the parties themselves at
the conclusion of the order. Imposition of the terms by the Board is indicated by signature of a Board attorney or
Administrative Trademark Judge at the conclusion of the order. If the parties have signed the order, they may
have created a contract. The terms are binding from the date the parties or their attorneys sign the order, in
standard form or as modified or supplemented, or from the date of imposition by a Board attorney or judge.

TERMS OF ORDER

1) Classes of Protected Information.

The Rules of Practice in Trademark Cases provide that all inter partes proceeding files, as well as the
involved registration and application files, are open to public inspection. The terms of this order are not
to be used to undermine public access to files. When appropriate, however, a party or witness, on its
own or through its attorney, may seek to protect the confidentiality of information by employing one of

the following designations.
Confidential—Material to be shielded by the Board from public access.

Highly Confidential—Material to be shielded by the Board from public access and subject to agreed
restrictions on access even as to the parties and/or their attorneys.

Trade Secret/Commercially Sensitive—Material to be shielded by the Board from public access,
restricted from any access by the parties, and available for review by outside counsel for the parties
and, subject to the provisions of paragraph 4 and 5, by independent experts or consultants for the
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parties.

2) Information Not to Be Designated as Protected.

Information may not be designated as subject to any form of protection if it (a) is, or becomes, public
knowledge, as shown by publicly available writings, other than through violation of the terms of this
document; (b) is acquired by a non-designating party or non-party witness from a third party lawfully
possessing such information and having no obligation to the owner of the information; (c) was lawfully
possessed by a non-designating party or non-party witness prior to the opening of discovery in this
proceeding, and for which there is written evidence of the lawful possession; (d) is disclosed by a non-
designating party or non-party witness legally compelied to disclose the information; or (e) is disclosed
by a non-designating party with the approval of the designating party.

3) Access to Protected Information.

The provisions of this order regarding access to protected information are subject to modification by
written agreement of the parties or their attorneys, or by motion filed with and approved by the Board.

Judges, attorneys, and other employees of the Board are bound to honor the parties’ designations of
information as protected but are not required to sign forms acknowledging the terms and existence of
this order. Court reporters, stenographers, video technicians or others who may be employed by the
parties or their attorneys to perform services incidental to this proceeding will be bound only to the
extent that the parties or their attorneys make it a condition of employment or obtain agreements from
such individuals, in accordance with the provisions of paragraph 4.

e Parties are defined as including individuals, officers of corporations, partners of partnerships, and
management employees of any type of business organization.

e Attorneys for parties are defined as including in-house counsel and outside counsel, including
support staff operating under counsel’s direction, such as paralegals or legal assistants,. secretaries,
and any other employees or independent contractors operating under counsel’s instruction.

o Independent experts or consultants include individuals retained by a party for purposes related to '
prosecution or defense of the proceeding but who are not otherwise employees of either the party or its

attorneys.

e Non-party witnesses include any individuals to be deposed during discovery or trial, whether willingly
or under subpoena issued by a court of competent jurisdiction over the witness.

Parties and their attorneys shall have access to information designated as confidential or highly

confidential, subject to any agreed exceptions. )
Outside counsel, but not in-house counsel, shall have access to information designated as trade

secret/commercially sensitive.

Independent experts or consultants, non-party witnesses, and any other individual not otherwise
specifically covered by the terms of this order may be afforded access to confidential or highly
confidential information in accordance with the terms that follow in paragraph 4. Further, independent
experts or consultants may have access to trade secret’commercially sensitive information if such
access is agreed to by the parties or ordered by the Board, in accordance with the terms that follow in

paragraph 4 and 5.

4) Disclosure to Any Individual.

Prior to disclosure of protected information by any party or its attorney to any individual not already
provided access to such information by the terms of this order, the individual shall be informed of the
existence of this order and provided with a copy to read. The individual will then be required to certify in
writing that the order has been read and understood and that the terms shall be binding on the .
individual. No individual shall receive any protected information until the party or attorney proposing to
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disclose the information has received the signed certification from the individual. A form for such .
certification is attached to this order. The party or attorney receiving the completed form shall retain the

original.
5) Disclosure to Independent Experts or Consultants.

In addition to meeting the requirements of paragraph 4, any party or attorney proposing to share
disclosed information with an independent expert or consultant must also notify the party which
designated the information as protected. Notification must be personally served or forwarded by
certified mail, return receipt requested, and shall provide notice of the name, address, occupation and
professional background of the expert or independent consultant.

The party or its attorney receiving the notice shall have ten (10) business days to object to disclosure
to the expert or independent consultant. If objection is made, then the parties must negotiate the issue
before raising the issue before the Board. If the parties are unable to settle their dispute, then it shall
be the obligation of the party or attorney proposing disclosure to bring the matter before the Board with
an explanation of the need for disclosure and a report on the efforts the parties have made to settle
their dispute. The party objecting to disclosure will be expected to respond with its arguments against

disclosure or its objections will be deemed waived.

6) Responses to Written Discovery.

Responses to interrogatories under Federal Rule 33 and requests for admissions under Federal Rule
36, and which the responding party reasonably believes to contain protected information shall be
prominently stamped or marked with the appropriate designation from paragraph 1. Any inadvertent
disclosure without appropriate designation shall be remedied as soon as the disclosing party learns of
its error, by informing all adverse parties, in writing, of the error. The parties should inform the Board
only if necessary because of the filing of protected information not in accordance with the provisions of

paragraph 12.

7) Production of Documents.

If a party responds to requests for production under Federal Rule 34 by making copies and forwarding
the copies to the inquiring party, then the copies shall be prominently stamped or marked, as
necessary, with the appropriate designation from paragraph 1. If the responding party makes
documents available for inspection and copying by the inquiring party, all documents shall be
considered protected during the course of inspection. After the inquiring party informs the responding
party what documents are to be copied, the responding party will be responsible for prominently
stamping or marking the copies with the appropriate designation from paragraph 1. Any inadvertent
disclosure without appropriate designation shall be remedied as soon as the disclosing party learns of
its error, by informing all adverse parties, in writing, of the error. The parties should inform the Board
only if necessary because of the filing of protected information not in accordance with the provisions of

paragraph 12.

8) Depositions.

Protected documents produced during a discovery deposition, or offered into evidence during a
testimony deposition shall be orally noted as such by the producing or offering party at the outset of
any discussion of the document or information contained in the document. In addition, the documents
must be prominently stamped or marked with the appropriate designation.

During discussion of any non-documentary protected information, the interested party shall make oral
note of the protected nature of the information.

The transcript of any deposition and all exhibits or attachments shall be considered protected for 30
days following the date of service of the transcript by the party that took the deposition. During that 30-
day period, either party may designate the portions of the transcript, and any specific exhibits or
attachments, that are to be treated as protected, by electing the appropriate designation from
paragraph 1. Appropriate stampings or markings should be made during this time. If no such
designations are made, then the entire transcript and exhibits will be considered unprotected.

9) Filing Notices of Reliance.
{01002852.1}



When a party or its attorney files a notice of reliance during the party’s testimony period, the pgrty or
attorney is bound to honor designations made by the adverse party or attorney, or non-party witness,
who disclosed the information, so as to maintain the protected status of the information.

10) Briefs.

When filing briefs, memoranda, or declarations in support of a motion, or briefs at final hearing, the
portions of these filings that discuss protected information, whether information of the filing party, or
any adverse party, or any non-party witness, should be redacted. The rule of reasonableness for
redaction is discussed in paragraph 12 of this order.

11) Handling of Protected Information.

Disclosure of information protected under the terms of this order is intended only to facilitate the
prosecution or defense of this case. The recipient of any protected information disclosed in accordance
with the terms of this order is obligated to maintain the confidentiality of the information and shall
exercise reasonable care in handling, storing, using or disseminating the information.

12) Redaction; Filing Material With the Board.

When a party or attorney must file protected information with the Board, or a brief that discusses such
information, the protected information or portion of the brief discussing the same should be redacted
from the remainder. A rule of reasonableness should dictate how redaction is effected.

Redaction can entail merely covering a portion of a page of material when it is copied in anticipation of
filing but can also entail the more extreme measure of simply filing the entire page under seal as one
that contains primarily confidential material. If only a sentence or short paragraph of a page of material
is confidential, covering that material when the page is copied would be appropriate. In contrast, if most
of the material on the page is confidential, then filing the entire page under seal would be more
reasonable, even if some small quantity of non-confidential material is then withheld from the public
record. Likewise, when a multi-page document is in issue, reasonableness would dictate that redaction
of the portions or pages containing confidential material be effected when only some small number of
pages contain such material. In contrast, if almost every page of the document contains some
confidential material, it may be more reasonable to simply submit the entire document under seal.
Occasions when a whole document or brief must be submitted under seal should be very rare.
Protected information, and pleadings, briefs or memoranda that reproduce, discuss or paraphrase such
information, shall be filed with the Board under seal. The envelopes or containers shall be prominently
stamped or marked with a legend in substantially the following form:

CONFIDENTIAL
This envelope contains documents or information that are subject to a protective order or agreement.
The confidentiality of the material is to be maintained and the envelope is not to be opened, or the
contents revealed to any individual, except by order of the Board.

13) Acceptance of Information; Inadvertent Disclosure.

Acceptance by a party or its attorney of information disclosed under designation as protected shall not
constitute an admission that the information is, in fact, entitled to protection. Inadvertent disclosure of
information which the disclosing party intended to designate as protected shall not constitute waiver of
any right to claim the information as protected upon discovery of the error.

14) Challenges to Designations of Information as Protected.

If the parties or their attorneys disagree as to whether certain information should be protected, they are
obligated to negotiate in good faith regarding the designation by the disclosing party. If the parties are
unable to resolve their differences, the party challenging the designation may make a motion before
the Board seeking a determination of the status of the information.

A challenge to the designation of information as protected must be made substantially
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contemporaneous with the designation, or as soon as practicable after the basis for challenge is
known. When a challenge is made long after a designation of information as protected, the challenging
party will be expected to show why it could not have made the challenge at an earlier time.

The party designating information as protected will, when its designation is timely challenged, bear the
ultimate burden of proving that the information should be protected.

15) Board’s Jurisdiction; Handling of Materials After Termination.

The Board's jurisdiction over the parties and their attorneys ends when this proceeding is terminated. A
proceeding is terminated only after a final order is entered and either all appellate proceedings have
been resolved or the time for filing an appeal has passed without filing of any appeal.

The parties may agree that archival copies of evidence and briefs may be retained, subject to
compliance with agreed safeguards. Otherwise, within 30 days after the final termination of this.
proceeding, the parties and their attorneys shall return to each disclosing party the protected
information disclosed during the proceeding, and shall include any briefs, memoranda, summaries, and
the like, which discuss or in any way refer to such information. in the alternative, the disclosing party or
its attorney may make a written request that such materials be destroyed rather than returned.

16) Other Rights of the Parties and Attorneys.

This order shall not preclude the parties or their attorneys from making any applicablfe claims of
privilege during discovery or at trial. Nor shall the order preclude the filing of any motion with the Board
for relief from a particular provision of this order or for additional protections not provided by this order.

=

By Agreement of the Following, effective February ____, 2009

Martin Hsia Douglas X. Miro

Colin Miwa Stephen J. Quigley

Cades Schutte, LLP Ostrolenk, Faber, Gerb & Soffen, LLP
1000 Bishop Street 1180 Avenue of the Americas
Honolulu, HI 96813 . New York, NY 10036-8403

Attorneys for Opposer ' Attorneys for Applicant

By Order of the Board, effective
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VIA FACSIMILE -

Colin Miwa, Esq. 7 -
CADES SCHUTTE oy Y Lo
1000 Bishop Street, Suite 1200 L 7
Honolulu, HI 96813 }’/

Re: OFGSRef: 7/4203-4
The Gold Corporation v. Hawaii Kine Inc.
Opposition No. 91168038

Dear Colin:

Following our January 26, 2009 telephone conference with Board Attorney Frances
Wolfson, we suggested continuing the conversation with you regarding the proposed settlement
terms. You declined and advised that you would contact us with a date to discuss settlement.

Since we have not heard from you, we presume that Gold Corporation has no interest in
settling this matter. Therefore, we will expect Gold to update and supplement all discovery
previously served and to provide all information and documents previously withheld on the
ground of confidentiality as set forth in the Board’s Order dated January 28, 2009. These are
reproduced below for your convenience.

A. First Set of Interrogatories: Supplemental and updated responses required.

(The numbers here correspond to the numbers in the interrogatories and document requests.)

1. All periods of non-use of the designations SCHOOL KINE COOKIES or KINE
(collectively, “KINE Marks”). ‘ -

2. Reasons for non-use.
3. U.S. states where products have been sold under the KINE Marks.

) 4. Goods sold under the KINE Marks.

' New York * Washington, D.C.
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5. First use of each of the KINE Marks.

6. First use in commerce of each of the KINE Marks.

7. Changes in Opposer’s principals.

11. Media used in advertising and promoting products sold under the KINE Marks.

13. Inquiry, shopping or investigation of Applicant, its HAWAII KINE mark, or its
HAWALII KINE products.

14. Communications or inquiries suggesting, implying or inferring that Opposer may be
connected to or associated with Applicant.

15. Why Opposer believes that consumers would be confused.

16. Instances of actual confusion.

19. Federal trademark applications for each of the KINE Marks.

20. State trademark applications for the each of the KINE Marks.

21. Trademark searches for each of the KINE Marks.

22. Creation and selection of each of the KINE Marks.

23. Whether Opposer believes it owns exclusive rights to the term KINE.

25. Whether KINE has any trademark significance for goods offered in connection with

.a
” NN
T YVQrls

26. Whether KINE has any descriptive significance for goods offered in connection with
Hawaii.

27. Definitions, connotations, or meanings of KINE.
30. Assignments of any of the KINE Marks.

31. All variations of the KINE Marks.

~ 32. Markets for products sold under the KINE Marks.

{01003333.1}
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33. Classes of purchasers of products sold under the KINE Marks.

34. Trade or distribution channels through which products under the KINE Marks are
sold.

35. End users of products sold under the KINE Marks.

36. Opposer’s organizational structure.

37. Person most knowledgeable concerning the KINE Marks.

38. Witnesses expected to be called.

39. Persons who participated in the updated and supplemental responses.

B. First Set of Interrogatories for which information was withheld on_ confidentiality
grounds: Confidential, supplemental and updated responses required.

8. Authorizations or licenses to use any of the KINE Marks.
9. Annual sales of products sold under the KINE Marks.
10. Annual expenditures for advertising of products sold under the KINE Marks.

17. Third party uses of KINE.

18. Objections by Opposer to third party uses of marks deemed to be similar to any of the
KINE Marks.

24. Facts supporting Opposer’s contention that SCHOOL KINE COOKIES is a famous
mark.

28. Retail prices for products sold under the KINE Marks.
29. Plans to expand the product lines sold under the KINE Marks.

C. First Set of Document Requests: Supplemental and updated responses required.

3. All periods of non-use of each of the KINE Marks.

{01003333.1}
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4.

Reasons for non-use and intent to resume use.

26. Communications or inquiries suggesting, implying or inferring that Opposer may be
connected to or associated with Applicant.

27. Instances of actual confusion.

28. Inquiry, search, survey, or investigation regarding the KINE Marks.

D. First Set of Document Requests for which information was withheld on confidentiality

grounds: Confidential, supplemental and updated responses required.

1.

2.

8.

9.

10.

First use of each of the KINE marks.

First use in commerce of each of the KINE marks.

Type, purpose, nature and/or characteristics of products sold under the KINE Marks.
All goods offered by Opposer.

Annual sales of all goods from 2000 to the present.

Annual sales of products sold under the KINE Marks.

Annual sales of products sold in commerce under the KINE Marks.

Annual expenditures for advertising and promoting products sold under the KINE

Marks.

11.

Past, present or future marketing plans or strategies for products sold under the KINE

Marks.

12.

13.

14.

15.

16.

{01003333.1}

Licenses, assignments, agreements, or contracts concerning the KINE Marks.
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17. Consideration or decision to select, adopt and use the KINE Marks.
18. Uses or plans to use the KINE Marks on any products other than cookies.
19. Uses or plans to use the KINE Marks on coffee or other beverages.

20. Uses or plans to sell coffee or other beverages under any designation including the
KINE Marks.

21. Representative samples of products sold under the KINE Marks.

22. Representative samples of each different label, sign, print, package, stationary, or

- other goods bearing the KINE Marks.

23. Representative samples of each different logotype, design, font of type or style for the
KINE Marks.

24. Representative samples of advertising in which the KINE Marks appear.

25. Representative samples of press releases, newspaper articles, etc. in connection with
the KINE Marks.

29. Classes of purchasers for products sold under the KINE Marks.

30. Channels of trade for products sold under the KINE Marks.

31. Trade shoes where products sold under the KINE Marks have been displayed.
32. Meanings, definitions, and connotations of KINE.

34. Opposer’s corporate identity and structure.

35. Third party assertions against Opposer concerning the KINE Marks.

36. Lawsuits, etc. concerning Opposer’s rights in the KINE Marks.

38. Documents, other than those produced in response to the document requests,
concerning the responses to the interrogatories.

39. All other documents on which Opposer intends to rely in this proceeding.

{01003333.1}
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E. Second Set of Interrogatories: Supplemental and updated responses required.

40. Third party uses of KINE.

41. Third party uses of DA KINE.

42. Origin and derivation of KINE and DA KINE.

43. Meanings of KINE and DA KINE. |

44. Significance of KINE in connection with food or beverages.

45. How KINE is a type or grade designation in connection with Applicant’s coffee.

46. Whether KINE is a type or grade designation in connection with Opposer’s products
and any third party products.

47. Factual basis for the allegation that the dominant portion of Applicant’s mark is
KINE.

48. Factual basis for the claim that Applicant’s mark is geographically descriptive.
49. Factual basis for the claim that KINE means “kind of” or “type of”. .

50. Factual basis for the claim that Applicant’s mark translates to “Hawaii kine” or
Hawaii type”.

51. Factual basis for the claim that the primary significance of Applicant’s mark is
geographic.

52. Factual basis for the claim that KINE is descriptive when used in the HAWAII KINE
mark.

53. Factual basis for the claim that “kind” is descriptive.
54. Factual basis for the claim that “type” is descriptive.

55. Factual basis for the claim that purchasers are likely to perceive a goods/place
association between Applicant’s coffee and Hawaii.

£01003333.1}
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56.

Factual basis for the claim that KINE is descriptive when used in conjunction with

Hawaii, but is not descriptive when used by itself, or in conjunction with SCHOOL or
ALOHA.

F. Second Set of Document Requests for which information was withheld on

confidentiality grounds: Confidential, supplemental and updated responses required.

40.

41.

42.

43.

44,

45.

46.

47.

48.

49.

50.

51.

Coffee as a product originating in Hawaii.

Consumers’ awareness that coffee grown in the U.S. is grown exclusively in Hawaii.
Consumers’ awareness that Hawaii is particularly associated with coffee.
Third party uses of KINE as a trademark, product name, or business name.
Third party uses of DA KINE as a trademark, product name, or business name.
Origin and derivation of KINE and DA KINE.

Meaning or meanings of KINE and DA KINE.

Particular significance of KINE in connection with food or beverage products.
Use of KINE to signify a product type or grade designation.

Alleged descriptive nature of “kind” and “type” as used in Applicant’s mark.
Claim that KINE is not descriptive in connection with cookies.

Claim that HAWAII KINE is geographically descriptive insofar as Applicant’s

coffee originates from Hawaii.

52.

53.

54.

55.

Claim that KINE means “kind of” or “type of”.
Claim that HAWAII KINE translates as “Hawaii kind” or “Hawaii type”.

Claim that HAWAII KINE is geographic.

Claim that purchasers are likely to perceive a goods/place association between

Applicant’s coffee and Hawaii.

{01003333.1}
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The items listed above are presented to you in this letter for convenience only. To the
extent that there are any discrepancies or perceived discrepancies between these items and the
text of the interrogatories and document requests, the language in the interrogatories and
document requests shall control.

After we receive the information and documents, we would like to schedule a 30(b)(6)
deposition of Gold. Please let us know your client’s availability during the weeks of March 23"
and 30™. Finally, enclosed with the confirmation copy of this letter is the Board’s standard
Protective Order which has been executed on behalf of Applicant. Please sign on behalf of
Opposer and submit the Order to the Board.

Very truly yours,

DAM:SJQ:1f:dlg
Enclosure
cc: Stephen J. Quigley, Esq.

{01003333.1}
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
THE GOLD CORPORATION, )
)
Opposer, )

) Opposition No.: 91168038

V. ) Serial No.: 78/429184

)
HAWAII KINE INC,, )
)
Applicant. )
)

APPLICANT’S SUPPLEMENTAL RESPONSES TO OPPOSER’S FIRST
REQUEST FOR ANSWERS TO INTERROGATORIES

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, Applicant, through its
attorneys Ostrolenk, Faber, Gerb & Soffen, LLP, hereby supplements its responses to Opposer’s
First Request for Answers to Interrogatories as follows:

GENERAL OBJECTIONS

1. Applicant generally objects to Opposer’s interrogatories to the extent that they

seek information protected by the attorney-client privilege and/or work-product doctrine.

2. Applicant generally objects to Opposer’s interrogatories to the extent that they are
overly broad, unduly burdensome, seek irrelevant information and/or are not reasonably

calculated to lead to the discovery of admissible evidence.

3. Applicant generally objects to Opposer’s interrogatories to the extent that they
seek information that does not exist and/or is not in the custody or possession of Applicant, or
under the control of Applicant, or can more easily be obtained from Applicant or other third
parties.

{01013585.1}



4. Applicant generally objects to Opposer’s interrogatories to the extent that they
prematurely call for information not yet required to be disclosed under the Federal Rules of Civil

Procedure.

5. Applicant reserves the right to excise or redact from any documents which it
otherwise agrees to produce those portions which: (i) contain protected trade secrets and/or other
confidential proprietary or sensitive commercial information; (ii) are unrelated to any relevant
subject matter on the ground that such portions are not relevant to the subject matter of this
action or likely to lead to the discovery of admissible evidence, or (iii) any documents or

portions thereof that constitute or document settlement discussions.

6. All of Applicant’s replies incorporate and are subject to, without waiver, the

foregoing General Objections as well as the additional specific objections set forth below.

SUPPLEMENTAL INTERROGATORY RESPONSES

INTEROGATORY NO. 2. Identify in detail each and every product and service with

which Applicant has used Applicant’s Mark, and as to each such product or service, state in
detail the manner of such use (actual sales, advertisements, etc.), and the annual sales revenues in
United States dollars for each of the past four (4) calendar years.

SUPPLEMENTAL RESPONSE:

Applicant objects to this interrogatory on the ground that it is vague and ambiguous, as
the meaning of the phrase “each and every product and service” is unclear. Without waiving and
subject to the foregoing objection and its General Objections, and in accordance with Fed. R.

Civ. P. § 33(d), see documents numbered H000307 —~ H000318, H000334 — H000335, HO000338

{01013585.1} 2-







































